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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )I3 Responsive to communication(s) filed on 1 7 June 2004 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1,3-52,65-88 and 91-103 is/are pending in the application. 

4a) Of the above claim(s) 28-52 and 65-88 is/are withdrawn from consideration. 

5) E3 Claim(s) 1.3-10,12.14,16-19,21-27,91-93,96,99 and 102 is/are allowed. 

6) E3 Claim(s) 11.13,15.97.98 and 101 is/are rejected. 

7) IXI Claim(s) 20.94.95.100 and 103 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM AH b)D Some * c)Q None of: 

1 .[EI Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1) £3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PT01449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 
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Applicant has amended around the prior art rejections by canceling claims 53, 
89, and 90 and, additionally, by modifying claim 1 so that it requires that the silane 
moiety is introduced by a hydrosilylation pathway thereby obviating Kresge et al. 

It is now appreciated that, although claims 1-2, 4-5, 7, 9, 53, 89, and 90 were the 
only ones active based on Applicant's election of a group and species for examination, it 
would have been logical to have rejoined those claims that would have been subject to 
rejection over either of the references cited previously. Herein, the Examiner explains 
the relevance of these references to all of the claims that make up group I, said claims 
being claims 1-27 and 91-103. Claims 28-52 and 65-88, group II, remain withdrawn as 
unrelated to the polymers of group I for the reasons set forth in the Examiner's 
correspondence dated June 20, 2003. 

For the record, the original restriction should have included claims 95-96 as 
member claims of group I. Also, there way a typographical error on page 2 of the 
correspondence dated February 9, 2004 as the Office action indicated that only claims 
28-52 and 65-68 made up group II (as opposed to claims 65 to 88). 

Specification 

Applicant refers to a component (B8) disclosed on pages 228-230 as an 
organocarboxylate but every compound mentioned as exemplary of this ingredient is a 
carboxylic acid. Carboxylase connotes a derivative of a carboxylic acid such as an 
carboxylic acid ester or carboxylic acid salt and has achieved a separate status in the 
art. That is, carboxylic acids and organocarboxylates should not be categorized as 
similar compounds despite their structural relationship. Applicant should change the 
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Specification at page 228 and anywhere else organocarboxylate appears to read 
carboxylic acid. The same should be done in claim 10. For the purpose of evaluating 
claim 10 against the prior art, it will be presumed that Applicant had intended to claim a 
carboxylic acid as an essential component. 

Claim Objections 

Claims 20, 94, 95, 100, and 103 are objected to because each recites therein a 
method of making a silyl group-functionalized ethylene/a-olefin/non-conjugated polyene 
random copolymer that employs a silyl group-functionalized ethylene/a-olefin/non- 
conjugated polyene random copolymer as a starting material. That is, these claims 
imply that silane substituents are already present on the terpolymer prior to its reaction 
with the silane bearing Si-H moieties. Having considered this language in context of the 
other claims and the Specification, it seems likely that the nature of the polymer starting 
material was mischaracterized and, in fact, there are not supposed to be any silane 
groups present prior to hydrosilylation. Clarification is requested. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 13, 98, and 101 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. The Examiner could not find a definition 

illuminating the precise meaning of high molecular compound (K) anywhere in the 

Specification. (Descriptions of (K1), (K2), and (K3) were seen in the 250-300 page 
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range of the Specification, but a description of (K) was not found.) It is believed that this 
descriptor is intended to represent polymers other than (A2) but it should not be 
discounted that (K) could be a non-polymeric compound having a molecular weight of, 
for instance, 500 or more. Clarification is needed. Whatever the case, Applicant should 
point to support for this component in the Specification when replying to this rejection. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 1 1 and 97 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kresge et al., U.S. patent # 3,503,943 and teachings taken from "Organic Chemistry" 
pp 793-801 authored by Carey. As before, Kresge teaches a silane group-modified 
terpolymer having all of the monomer units delineated in claims 1 1 and also a 
hydrolyzable ester in the form of diisodecylphthalate (column 3, line 1 1 ). According to 
Carey, ester compounds are hydrolyzed into the corresponding carboxylic acid or salt 
thereof and alcohol by attack of water at the carbonyl carbon-oxygen single bond. The 
aforementioned polymer satisfies Applicant's requirements for both the silyl-containing 
terpolymer and the hydrolyzable organosilicon compound of undefined constitution. 

Claims 13 and 101 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kresge et al., U.S. patent # 3,503,943. In addition to the aforementioned polymer, 
Kresge contemplates the addition of carbon black, talc, and titanium dioxide at the top 
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of column 3. Notably, the "high molecular compound (K)" is only required if the filler is 
absent. 

As for claim 101 , waterproof coatings are one stated application of the 
composition described by Kresge. 

Claim 13 is rejected under 35 U.S.C. 102(b) as being anticipated by Iwasa et al., 
JP 08-105227. Iwasa discloses an elastomer composition comprising an ethylene/a- 
olefin/non-conjugated diene copolymer bearing hydrolyzable silane groups, a styrene 
elastomer bearing silane groups, a crosslinking agent, and both an addition crosslinking 
catalyst and a condensation catalyst (paragraph 28). Various fillers and other additives 
are also contemplated. 

Claim 15 is rejected under 35 U.S.C. 102(b) as being anticipated by Iwasa et al., 
JP 08-105227 and Hatanaka et al., EP 572 927 A1 . The main reference implies that the 
crosslinking agent serves to crosslink only the diene-containing copolymer but 
Hatanaka illustrates that it will also inherently function as a crosslinker for the silanol- 
functional styrene polymer (see descriptions of components (D) and (A) and page 3, 
lines 48-54). One of ordinary skill will appreciate that silanol-functional styrene is 
formed as an intermediate on the pathway to forming crosslinked polystyrene by a 
condensation-type mechanism by hydrolysis of the hydrolyzable groups and it is this 
compound that is able to be crosslinked with the organohydrogensiloxane crosslinkers 
disclosed in paragraphs 16 and 17 of the main reference. 

Claims 1 1 and 13 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bond et al., U.S. patent # 4,028,483. Bond discloses a polymer containing units derived 
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from all of (i) ethylene, (ii) a monoolefin containing 3-20 carbon atoms and including a- 
olefins, (iii) one or more of the polyenes recited at bottom of column 2 and top of column 
3, and (iv) an unsaturated organosilane according to column 2, lines 6-29. In column 5, 
various fillers are described. (As before, the polymer described by Bond satisfies 
Applicant's requirements for both the silyl-containing terpolymer and the hydrolyzable 
organosilicon compound of undefined constitution mandated by claim 11.) 

Allowable Subject Matter 
Claims 1,3-10, 12, 14, 16-19, 21-27, 91-93, 96, 99, and 102 are allowed. Each 
of these recites one or more essential ingredients or end-products not contemplated by 
the art cited above. 

Claims 20, 94, 95, 98, 100, and 103 would be allowable if rewritten or amended 
to overcome the objections and/or rejection(s) under 35 U.S.C. 112, 2nd paragraph, set 
forth in this Office action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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